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DETAILED ACTION 



Double Patenting 



1 . A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and /n re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 



2. Claims 1 , 5-7, 1 0 and 1 1 are rejected under 35 U.S.C. 1 01 as claiming the same 
invention as that of claims 1-6 of prior U.S. Patent No. 6,741 ,859 Otsuka et al. (Otsuka). 
This is a double patenting rejection. 



Claim Rejections - 35 USC § 102 



3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) Shalt have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1 is rejected under 35 U.S.C. 102(e) as being anticipated by US Patent 
No. 6,081, 714 (Wakizaka). 

As to claim 1 , Wakizaka teaches a system for mobile communication based on 
code division multiple access (figure 1. col. 2 lines 27-35), comprising: base stations 
(base stations 1-4 - figure 1 , cpl. 2 lines 27-35), each of which communicates with 
mobile stations by using a plurality of radio frequencies covering respective cells (col. 2 
lines 36-65), the respective cells including a first cell covered by a first radio frequency 
and a second cell covered by a second radio frequency (col. 2 lines 36-40); and a base- 
station controller (control stations 5 and 6 - figure 1 , col. 2 lines 27-35) which 
communicates with said base stations, and controls the mobile stations (mobile station 
10 - figure 1 , col. 2 lines 36-65) to switch from the first cell of a first base station to the 
first cell of a second base station via a soft hand-off operation and switch between the 
first cell and the second cell within any base station via a hard hand-off operation (col. 2 
lines 40-65), said base-station controller providing the mobile stations with no direct 
switch between the second cell of said first base station and the second cell of said 
second base station (col. 2 line 66 - col. 3 line 3). 



Claim Rejections - 35 USC § 103 



5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

US Patent No. 6,081,714 (Wakizaka) as applied to claim 1 above, and further in view of 

US Patent No. 6,128,493 (Song). 

Considering claim 2, Wakizaka teaches the system as claimed in claim 1, but 
fails to disclose that the first cell is larger than and fully encompasses the second cell. 

In an analogous art, Song teaches the first cell is larger than and fully 
encompasses the second cell (figure 3B-C and 4B-C, col. 4 lines 14-28 and 49-59). It is 
convenient to have such an arrangement so that managing handoff is easier. 

Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to modify Wakizaka's system to make the first cell larger 
than and fully encompasses the second cell, as taught by Song, for the advantage of 
easily managing handoff. 

Considering claim 3, Wakizaka further teaches said base-station controller 
(control stations 5 and 6 - figure 1 , col. 2 lines 27-35) controls the mobile stations 
(mobile station 10 - figure 1 , col. 2 lines 36-65) to switches from the first cell to the 
second cell as the mobile stations enter the second cell, and controls the mobile 
stations to switches from the second cell to the first cell as the mobile stations exit the 
second cell (col. 3 lines 9-28). 
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7. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 6,081,714 (Wal^izaka) as applied to claim 1 above, and further in view of US 
Patent No. 6.094,581 Fried et al. (Fried). 

Considering claim 4, Wakizaka teaches the system as claimed in claim 1 , 
wherein each of said base stations transmits only the first radio frequency when smaller 
than a given threshold (col. 4 lines 1-19), and transmits the second radio frequency 
when the number exceeds the given threshold (col. 4 lines 20-43), and wherein said 
base-station controller controls some of the mobile stations to switch from the first cell to 
the second cell as transmission of the second radio frequency starts (col. 4 lines 20-43). 

In an analogous art. Fried teaches that the threshold is a number of the mobile 
stations belonging to the first cell (col. 4 lines 42-67). It is convenient to manage the 
amount of mobile stations to control the quality of the connection. 

Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to modify Wakizaka's system to make the threshold a 
number of the mobile stations belonging to the first cell, as taught by Fried, for the 
advantage of controlling the quality of the connection. 

8. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 6,081 ,714 (Wakizaka) as applied to claim 1 above, and further in view of US 
Patent No. 6,393,003 (Lee). 

Considering claim 8, Wakizaka teaches the system as claimed in claim 1 , but 
fails to disclose there is a third cell covered by a third frequency. 
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In an analogous art, Lee teaches the respective cells further include a third cell 
covered by a third frequency (figure 2, col. 5 lines 60-67 and col. 6 lines 1-37) and fully 
encompasses by the second cell (figure 2, col. 3 lines 35-50, col. 8 lines 14-17, col. 9 
lines 5-67 and col. 10 lines 1-8), and wherein the mobile stations switch from the 
second cell to the third cell when the mobile stations enter the third cell. It is convenient 
to increase the capacity and thus the number of mobile stations that can use a cell. 

Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to modify Wakizaka's system to include a third cell 
covered by a third frequency and fully encompasses by the second cell, and wherein 
the mobile stations switch from the second cell to the third cell when the mobile stations 
enter the third cell, as taught by Lee, for the advantage of increasing the capacity and 
thus the number of mobile stations that can use a cell. 

9. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 6,393,003 (Lee), and further in view of US Patent No. 5,953,661 
Schwinghammer et al. (Schwinghammer). 

Considering claim 9, Lee teaches a mobile station, comprising: a searcher which 
searches for pilot signals of surrounding base stations (col. 4 lines 38-45, col. 4 lines 
22-67, and col. 5 lines 10-15), but fails to disclose a searcher-stop-control unit. 

In an analogous art, Schwinghammer teaches a searcher-stop-control unit which 
stops said searcher from searching for the pilot signals when said mobile station is 
currently using a radio frequency that does not permit a soft hand-off operation (col. 10 
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lines 1-8 and col. 9 lines 5-67). It is convenient to increase the capacity and the number 
of mobile stations that can use a cell. 

Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to modify Lee's system to include a searcher-stop-control 
unit which stops said searcher from searching for the pilot signals when said mobile 
station is currently using a radio frequency that does not permit a soft hand-off 
operation, as taught by Schwinghammer, for the advantage of increasing the capacity 
and the number of mobile stations that can use a cell. 

10. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 6,081,714 (Wakizaka) as applied to claim 1 above, and further in view of US 
Patent No. 6,393,003 (Lee). 

Considering claim 12, Wakizaka teaches a mobile station for use in the system of 
claim 1 , but fails to disclose a searcher. 

In an analogous art, Lee teaches a searcher that searches for pilot signals of the 
base stations only with respect to the first radio frequency (col. 4 lines 43-45). It is 
convenient to increase the capacity and the number of mobile stations that can use a 
cell. 

Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made Lee's system to include a searcher that searches for pilot 
signals of the base stations with respect to the first radio frequency, as taught by Lee, 
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for the advantage of increasing the capacity and the number of mobile stations that can 
sue a cell. 



Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US Patent No. 6,021.123 (Mimura) teaches a CDMA cellular radio system a 
plurality frequencies of the system are divided into frequencies belonging to a first group 
and frequencies belonging to a second group. US Patent No. 6.069,871 (Sharma et al.) 
teaches a wireless communication system provides wireless service to a mobile unit 
operating within a service area and includes a mobile switching center. US Patent No. 
5,987,013 (Kabasawa) teaches expediting handoff control while a mobile unit moves 
between first and neighboring second cells. US Patent No. 6,405,043 (Jensen et al.) 
teaches a computer implemented process compares signals communicated between a 
known position and a plurality of base stations in a cellular telephone system to 
determine the level of interference with a signal on a channel expected to serve the 
known position. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gary Au whose telephone number is (571) 272-2822. 
The examiner can normally be reached on 8am-5pm Monday to Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (571) 272-4090. The fax phone number.for 



the organization where this application or proceeding is assigned is 571-273-8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pajr-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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